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02/19/2004 SLUAHG1 00000001 061050 09392869 



01 FC:1006 

02 FC:1201 

03 FC:1202 



770.00 DA 
86.00 DA 
108.00 DA 



NOTICE OF CHANGE OF STATUS and 
PAYMENT OF DEFICIENCY OWED 
UNDER 37 C.F.R. §1. 28(c) 



Mail Stop Issue Fee 
Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
02/17/2004 SLUAHG1 00000001 031952 09392869 



BECBVEO 

FEB 19 2004 
OFRGEOFPennONS 



01 FC:100i 258.00 DA 

03 FC:1202 Uear m00 Dft 



512.00 OP 



A good faith error appears to have been made regarding the entity status of the above- 
referenced application and some fee payments appear to have been made in error, claiming small 
entity discount. Applicants therefore request that the Office consider the following facts and 
explanations of the circumstances regarding the erroneous fee payments. As required under 37 
C.F.R. § 1.28(c), Applicants include in this submission an itemization of deficiencies owed from 

the previous erroneous payments and include the calculated deficiency payment. 
€2/13/2004 SLUftHGl 00000031 031952 09392869 02/17/2004 SUMNG2 00000001 031952 09392869 

0/. FC:iQ5I 65.00 Dfl 65.00 OP 01 FC:1501 710.00 Dfl 620.30 OP 
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Brief Chronology of Prosecution and Licensing of Instant Application Relevant to 
Entity Status Determination 

The instant application claims priority to two provisional applications, filed September 
10, 1998 and January 7, 1999, respectively. The first filed provisional application (Appln. No. 
60/099,722, filed September 10, 1998) was filed claiming small entity status and the second filed 
provisional application (Appln. No. 60/1 15,358, filed January 7, 1999) was filed without a claim 
of small entity status. The instant application was filed on September 9, 1999 and was filed 
claiming small entity status. 

All provisional and nonprovisional applications were filed with inventors Steven P. 
Nolan and Jinkun Huang, and the instant application was assigned to the University of New 
Orleans Foundation ("UNOF") by assignment dated September 8, 1999 and recorded at 
Reel/Frame number 010664/0389 on March 13, 2000. 

During prosecution a Notice of Allowance was issued on September 30, 2000, the issue 
fee was paid (as a small entity) on December 19, 2000, a petition for withdrawal was filed on 
February 23, 2001, and a CPA was filed on February 23, 2001. The CPA filing fees were paid as 
a small entity. 

In December of 1998, after the filing of the first provisional application, but before the 
filing of the second provisional application, UNOF entered into a license agreement (the 'in- 
license agreement") with a corporation (the "licensee corporation") under which UNOF licensed 
the instant application to the licensee corporation. The undersigned represents the licensee 
corporation and it is on behalf of the licensee corporation that the undersigned is prosecuting the 
instant patent application. 

It has come to our knowledge that the licensee corporation has entered into a number of 
out-license agreements in the technology field relevant to the instant application, and below we 
summarize facts surrounding these license agreements that affect entity status. 

2 Serial No. 09/392,869 

Docket No. 515622000100 

pa-812919 



First out-license agreement. Prior to entering into the in-license agreement with UNOF, 
the licensee corporation had entered a license agreement (the "first out-license agreement") in 
this technology field in which the licensee corporation licensed technology to a corporation that 
did not at that time qualify for small entity status. Based on our review of this first out-license 
agreement, it appears that the instant application may have been licensed by the licensee 
corporation under the first out-license agreement and a corporation not qualifying for small 
entity status may therefore have had rights in the instant application at the time the application 
was filed on September 9, 1999 and at the time the CPA application was filed on February 23, 
2001. 

Second out-license agreement After entering into the in-license agreement with UNOF 
but before the filing of the instant application on February 23, 2001, the licensee corporation 
amended a preexisting license agreement (the "amended second out-license agreement") in this 
technology field, and under the amended second out-license agreement the licensee corporation 
licensed technology to a corporation that did not at that time qualify for small entity status. 
Based on our review of this amended second out-license agreement, it appears that the instant 
application may have been licensed by the licensee corporation under the amended second out- 
license agreement and a corporation not qualifying for small entity status may therefore have had 
rights in the instant application at the time the application was filed on September 9, 1999 and at 
the time the CPA application was filed on February 23, 2,001 . 

Third out-license agreement After entering into the in-license agreement with UNOF 
and after the filing of the instant application but prior to the filing of the February 23, 2001 CPA, 
the licensee corporation entered a license agreement (the "third out-license agreement") in this 
technology field, and under the third out-license agreement the licensee corporation licensed 
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technology to a corporation that did not at that time qualify for small entity status. Based on our 
review of this third out-license agreement, it appears that the instant application may have been 
licensed by the licensee corporation under the amended third out-license agreement and a 
corporation not qualifying for small entity status may therefore have had rights in the instant 
application at the time the CPA application was filed on February 23, 2001. 

Additional Out-License Agreements In addition to the three out-licenses described 
above the undersigned has identified at least two other out-licenses executed by the licensee 
corporation in this technology field prior to entering into the in-license agreement with UNOF. 

The effect of these additional licenses on entity status appears however to be-simply 
cumulative to the effects of the three out licenses describe above, and we have not included 
details of these licenses in this petition. If the office requires more information on these licenses, 
we will provide additional details. 

Small Entity Claim in Instant Application 

The instant application was filed on September 9, 1999 with a Verified Statement 
Claiming Small Entity Status, signed by a representative of UNOF and dated September 8, 1999. 
This Verified Statement Claiming Small Entity Status had been provided to UNOF for 
signature by the law firm originally prosecuting the instant application. The law firm originally 
prosecuting the instant application is different from the undersigned law firm, which took over 
prosecution responsibility in about July 2002. 

A CPA of the instant application was filed on February 23, 2001 by the law firm 
originally prosecuting the application and a representative of that law firm stated that the CPA 
application was entitled to small entity status and that a small entity statement had been 
submitted with the original application. 
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Small entity fees were paid in the instant application for all fees due from and including 
the filing of the application on September 9, 1999 through and including the filing of claim fees 
with a response to an office action filed on June 29, 2001 . Subsequent to the June 29, 2001 
payment, all fees were paid at the full amount without small entity discount. 

Determination of Fees Due 

To verify the entity status for payment of the issue fee due in the instant application, we 
investigated the assignment and licensing of this application and identified the facts set forth 
above. Based on these facts, we believe that at the time of filing of the original application on 
September 9, 1999 two or more corporations not qualifying for small entity status may have had 
license rights in the instant application. In addition we believe that at the time of filing of the 
CPA application on February 23, 2001 three or more corporations not qualifying for small entity 
status may have had license rights in the instant application. Based on these determinations we 
believe all small entity fees paid by the previous law firm in relation to this application should 
have been paid as large entity fees. 

As required under 37 C.F.R. § 1.28(c), to correct these oversights and in order for the 
error in payments to be excused we hereby submit an itemization of all erroneous small entity 
payments and the differential fees, together with the deficiency payment. 
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Itemization of all erroneous small entity payments and the differential fees: 



Type of Fee 


Date Paid 


Small Entity 
Fee Paid 


Current Fee 
Amount 


Large Entity 
Differential 
Fee 


Application Filing 
Fee 


September 9, 1999 


$512 


$770 


$258 


Independent claims 
in excess of three 


September 9, 1999 


2 x $39 - $78 


2 x $86 = $172 


$94 


Claims in excess of 
twenty 


September 9, 1999 


6 x $9 = $54 


6x$18 = $108 


$54 


Surcharge for 
Missing Parts of 
Application 


October 7, 1999 


$ 65 


$ 130 


$ 65 


Issue Fee 


December 19, 2000 


$620 


$ 1330 


$710 


CPA Filing Fee 


February 23, 2001 


$449 


$ 770 


$ 321 


Claims in excess of 
twenty 


June 29, 2001 


3x$9 = $27 


3 x $18 = $54 


$27 


TOTALS 




$1,805 

(Total Fees Previously 
Paid) 


$3334 

(Current Fee Amount) 


$1529 

(Corrected Fee 
Amount to be charged 
to Deposit Account No. 
03-1952) 



Based upon the above, Applicant believes the differential between the small entity fees 
previously paid and the large entity fees now owing should total $1,529.00. Applicant requests 
this differential fee be paid from our Deposit Account No. 03-1952 . 
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Pursuant to 37 C.F.R. § 1.28(c), the calculated deficient "large entity fees" are based 
upon the amount of the fee in effect at the time the deficiency is paid in full. In the event the 
Patent Office determines that an extension and/or other relief is required, applicant petitions for 
any required relief including extensions of time and authorizes the Commissioner to charge the 
cost of such petitions and/or other fees due in connection with the filing of this document to 
Deposit Account No. 03-1952 referencing docket no. 515622000100 . 




Morrison & Foerster llp 

755 Page Mill Road 

Palo Alto, California 94304-1018 

Telephone: (650) 813-5980 

Facsimile: (650) 494-0792 
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. 02/26/2001 
02/26/2001 
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12/26/2000 
04/07/2000 
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09/21/1999 
09/21/1999 
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LGIBBS 

LGIBBS 

SDUONG1 
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DCOATES 
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DTHOMAS 



09/21/1999 DTHOMAS 



10 SALE 203 i/ A 

9 SALE 202i/ A 

8 SALE 231/ 

7 SALE 122 

136 SALE 561 / 

135 SALE 242 V 

1 56 SALE 581 

55 SALE 205 y 

50 SALE 2031/ 

49 SALE 20i/ 



A 
A 
A 
A 
A 
A 
A 
A,. 



5400 
40.00 
355.00 
130.00 
30.00 
620.00 
40.00 
65.00 
54.00 
78.00 



09392869 
09392869 
09392869 
09392869 
09392869 
09392869 
09392869 
09392869 
09392869 
09392869 



061050 
061050 
061050 
061050 



Mi 



OK 



Adjustment Detail 



380.00 09392869 



odzation Detail 




ftdjustaent date: 02/13/2004 SLUANG1 
09/21/1999 DTHOHflS 00000030 09392869 

01 FCsSOl -380.00 OP 

02 FC:202 -76.00 0P£ 

03 FC-.203 -54.00 QP<£> 




ftdiustient date: 02/13/2004 SLUftNGl 
02/26/2001 LGIBBS 00000002 06105ft 09392869 

02 FC:231 355.00 CR . <^ 

03 FC:202 40.00 CR \ 

04 FC:203 54.00 CR (J 



ftdiustient date: 
10/14/1999 KHftRHOL 
01 FC:205 



02/13/2004 SLUftNGl 
00000027 09392869 

-65.00 



OP 
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12726/2000 SDU0NG1 00000083 09392869 



01 FC:242 



-620.00 OP 
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AcCbunting? 
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09/18/2001 
07/11/2001 
02/26/2001 
02/26/2001 
02/26/2001 
02/26/2001 
12/26/2000 
12/26/2000 
04/07/2000 
10/14/1999 



BNGUYEN2 112 
RHARIS1 135 



St 



ffli!, fPl§ilI|M^ 



LGIBBS 
LGIBBS 
LGIBBS 
LGIBBS 
SDUONG1 
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DCOATES 
MMARMOL 



mm 



09/21/1999 DTHnMA.q 



10 
9 
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136 
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156 
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SALE 142 

SALE 203 

SALE 203 

SALE 202 

SALE 231 

SALE 122 

SALE 561 

SALE 242 

SALE 581 

SALE 205 



SALE 20 



A 

A 

A 

A 

A 

A 

A 

A 

A 

A 



1,240.00 09392869 
27.00 09392869 
54.00 09392869 
40.00 09392869 
355.00 09392869 
130.00 09392869 
30.00 09392869 
620.00 09392869 
40.00 09392869 
65.00 09392869 



54.00 09392869 



061050 
061050 
061050 
061050 



OK. 



Mstmehtipetaii: 



..will 



J 



